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Reply to Office Action of April 12, 2007 
Docket No. BOC9-2003-0032 (401) 

REMARKS/ARGUMENTS 

These remarks are made in response to the Office Action of April 12, 2007 (Office 
Action). As this response is timely filed within the 3-month shortened statutory period, 
no fee is believed due. Nonetheless, the Examiner is expressly authorized to charge any 
deficiencies to Deposit Account No. 50-095 1 . 

Claims 1-19 and 21 were rejected under 35 U.S.C. § 103(a) as being unpatentable 
over Non-Patent Literature Document, "Emailstorming" by Rick Brenner, dated August 
1, 2003 (available at http:/Aveb.archive.org/web/20030809233920/http://wwvv. 
chacocanyon.com/essays/emailstorming.shtml) (hereinafter Brenner), in view of U.S. 
Published Patent Application No. 2005/00761 10 to Mathew, et al. (hereinafter Mathew), 
and in further view of U.S. Patent No. 6,393,464 to Dieterman (hereinafter Dieterman). 

Applicant's Invention Predates Brenner and Mathew 

Applicant's invention predates the August 1. 2003 effective publication date of 
newly-cited reference Brenner. Applicant's invention also predates the July 11. 2003 
effective filing date of the Mathew reference. Applicant conceived of his invention at 
least as early as January 6, 2003, and actively pursued its reduction to practice from a 
date prior to these effective dates. In support of this assertion, Applicant submits the 
Declaration attached hereto. The Declaration provides sworn testimony of Applicant's 
conception and continuing diligence from a time prior to the effective dates of Brenner 
and Mathew to the filing of the Application. 

Along with the Declaration, Applicant also submits herewith a copy of 
Confidential Invention Disclosure No. BOC8-2003-0002 (Exhibit "A"), entitled "Lotus 
Out of the Office Security Enhancement" (hereinafter Disclosure). The Disclosure was 
submitted on January 6. 2003, by Applicant to an intellectual property (IP) professional 
employed by the assignee of Applicant's invention, International Business Machines 
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Corporation (hereinafter IBM). The Disclosure was insubstantially modified by Applicant 
on January 9, 2003. As affirmed in the Declaration, the modifications did not in any way 
change the actual invention disclosure. As explained below, IBM internal procedures 
preclude any modification to the description of the invention subsequent to submission to 
an IBM professional. 

The Disclosure explicitly describes Applicant's invention. The written description 
provided in the Disclosure is clear evidence of Applicant's conception of the claimed 
subject matter at least as early as January 6, 2003. 

The Disclosure is an IBM confidential disclosure form. It is a standardized 
document that, according to established IBM procedures, is used by IBM inventors to 
document the conception of an invention. Strictly-followed internal procedures 
established by IBM govern the use of all such confidential disclosure forms. One aspect 
of IBM's established procedures governing the use of such confidential disclosure forms 
is that no substantive modifications can be made to a confidential disclosure after it has 
been submitted to an IBM Attorney/IP Professional. 

The written description, drawings, and each of the claims of the Application were 
prepared based upon the Applicant's attached Disclosure. Moreover, according to IBM's 
established procedures governing the use of such disclosures, the Applicant reviewed the 
Application prior to its submission to the U.S. Patent and Trademark Office in order to 
ensure that the claims and written description contained therein were fully supported by 
the Disclosure. 

Applicant exercised due diligence from prior to the effective dates of Brenner and 
Mathew to the date that the Application was filed. As expressly affirmed in the 
Declaration, Applicant from at least January 6, 2003, through the filing of the 
Application, worked diligently toward a constructive reduction to practice of the 
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invention, first with IBM's own in-house IP professionals, and then with outside counsel 
retained by IBM to prepare and file the Application. 

In further support of Applicant's assertion of diligence on his part. Applicant also 
herewith submits the following documents: (1) Exhibit "B" - a letter asking outside 
counsel to prepare the Application based on the Disclosure, dated April 15, 2003; (2) 
Exhibit "C" - a letter from outside counsel confirming receipt of instructions, dated April 
17. 2003; (3) Exhibit "D" - a letter from outside counsel confirming retainer amounts in 
conjunction with preparation of the Application, dated September 15. 2003: (4) Exhibits 
"El" through "El 3" - a series of e-mails (13 messages) between Applicant and outside 
counsel regarding the transmission, review, and approval of initial and final drafts of the 
Application by Applicant, dated October 3-6. 2003. These documents, along with the 
Declaration and the Disclosure, provide further evidence of Applicant's diligence after 
confirmation of receipt of the Disclosure by outside counsel on April 17, 2003. 

Outside counsel prepared the Application consistent with long-established 
professional practices, according to which cases are prepared on a first-in. first-out basis 
unless a particular application is associated with a bar date; those applications associated 
with dates are granted priority within the work queue. Outside counsel followed this 
professionally-accepted practice in preparing the Application in this case. Applicant 
diligently cooperated with outside counsel to prepare the Application, promptly 
responding to requests for review of the Application and requests for providing 
documents, as evidenced in Exhibits "El "-"El 3" and by Applicant's signature of a 
Declaration and Power of Attorney, signed on October 3. 2003 and filed with the U.S. 
Patent and Trademark Office on October 7. 2003. A copy of this signed document is also 
included for convenience (Exhibit "F"). 

Accordingly, in view of the sworn testimony provided and the supporting 
documents included herewith, Applicant respectfully submits that Applicant's invention 
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predates the effective dates of Brenner and Mathew. Applicant therefore respectfully 
submits withdrawal of Brenner and Mathew as references and further submits that all 
claims are now allowable over the remaining references of record. Moreover, even if 
Mathew and Brenner were deemed proper references for the present application, the 
claims still define over the combination of references asserted in the Office Action, as 
shown below. 

Aspects of the Claims 

Prior to discussing the cited references, it may be useful to discuss certain aspects 
of the claims. The claims recite systems and methods for communicating over a 
communications network. A method, as typified by Claim 1. can include the steps of 
defining a first list speci tying at least one electronic message source to which automated 
reply electronic messages are allowed, the first list being determined by a user of an 
electronic communication client and stored in a first database communicatively linked to 
the electronic communication client. 

The method also can include defining a second list specifying at least one 
electronic message source to which automated reply electronic messages are allowed, the 
second list being determined by a system administrator and stored in a second database 
communicatively linked to the electronic communication client and to an electronic 
communication server. (See. e.g.. Specification [0017] and [0018].) The method can 
additionally include the steps of receiving an electronic message from a source, 
comparing the source of the received electronic message with the source in the first and 
second stored lists, and sending an automated reply electronic message from the 
electronic communication client if the source matches the source on the first list. (See. 
e.g., Specification [0020].) The method can further include the step of intercepting at the 
server the automated reply electronic message before it is received at the source if the 

10 



{WP404565;2} 



ApplnNo. 10/680,045 
Amendment dated June 12, 2007 
Reply to Office Action of April 12, 2007 
Docket No. BOC9-2003-0032 (401) 

source does not match the source on the second list. (See, e.g.. Specification [0022] and 
[0023].) 

The Claims Define Over the Cited References 
As previously noted, independent Claims 1. 8, 15, and 17 were rejected as being 
unpatentable under Brenner in view of Mathew and in further view of Dieterman. 
Brenner discloses methods for managing amounts of email being sent by employees in a 
workplace. Mathew^ discloses a system and method for managing messages of multiple 
media types using a generic inbox. Dieterman discloses a method for controlling delivery 
of electronic mail. Applicants respectfully disagree with this rejection and further submit 
that Brenner, Mathew, and Dieterman, separately or in combination, fail to disclose each 
and every element of the claims. 

First, the combination of references still fails to disclose defining a first user- 
generated list specifying at least one electronic message source to which automated reply 
messages are allowed. According to the Office Action, such a feature is disclosed in 
Brenner. Applicant respectfully disagrees. In Brenner, the cited portion does not disclose 
any method for a user to specif) which sources are allowed to receive automated reply 
electronic messages. Rather, it only discloses methods for specifying which sources to 
block the transmission of automated reply electronic messages. (See, e.g., Page 3, bullets 
discuss "limits" and "blocking" language which only specifies who to block auto-reply 
messages to). Although Brenner attempts to limit auto-reply messages, as in the claims, 
it does not do so in an equivalent manner. In Brenner, when a user specifies which 
sources to block, any unspecified but unwanted sources will still receive an automated 
reply. In contrast, as recited in the independent claims, when a user specifies which 
sources are allowed to receive automated replies, only "approved" or listed sources will 
be allowed to receive replies. Such a method allows the user to select who to reply to. 

11 



{WP404565;2} 



ApplnNo. 10/680,045 
Amendment dated June 12, 2007 
Reply to Office Action of April 12, 2007 
Docket No. BOC9-2003-0032 (401) 

not who to block. 

Second the combination of references also fails to disclose defining a second 
system administrator-generated list specifying at least one electronic message source to 
which automated reply messages are allowed. According to the Office Action, such a 
feature is disclosed in Dieterman. Applicants respectfully disagree. Dieterman, in the 
cited portion or elsewhere, does not disclose management of messages by a system 
administrator of the messaging service. Applicants respectfully submit that Dieterman 
also fails to disclose messages being approved by the user of the messaging system. 
Instead. Dieterman discloses management of user messages by a third party or 
"administrator." Dieterman discloses that such an administrator is typically a parental or 
supervisory figure of the user. Furthermore, such an administrator is explicitly referred 
to by Dieterman as an "account" administrator. (See. e.g., Col. 1. line 62-67.) 

Applicants respectfully submit that Dieterman's "account" administrator and a 
system administrator, a term of art. are not equivalent. An account administrator, as 
disclosed in Dieterman, is actually a second user associated with the same messaging 
account as the first user, where this second user can approve or disapprove messages to 
be sent to and received by the first user. (See, e.g., Fig. 4. blocks 75-80 and 
accompanying text.) In view of this disclosure. Applicants respectfully submit that one 
of ordinary skill in the art would never refer to or identify such a second user as a system 
administrator. Rather, one of ordinary skill in the art would, at the most, identify an 
"account" administrator as a local or local client administrator, not a system 
administrator. Applicants respectfully submit that it is well-known to one of ordinary 
skill in the art that local administrators, as opposed to system administrators, are 
authorized to only manage a limited set of resources or actions. Accordingly, as the 
account administrator in Dieterman is disclosed to only manage a limited set of actions, 
principally the approval of messages to be sent and/or received by the user, the account 
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administrator is only a local administrator. 

Furthermore, even though Dieterman discloses that messages to intended message 
recipients can be identified on the server side (see, e.g., Col. 6, lines 17-28), the allowed 
recipients are still identified by a list generated by the local or account administrator, not 
the system administrator of the messaging system. Nowhere does Dieterman disclose or 
suggest a single local or account administrator approving or disapproving all messages 
transmitted by the messaging system. In contrast, the claims recite that a system 
administrator generates the list, where the system administrator is an administrator of the 
communications server, not just of the user account. Such a method allows the 
administrator to establish two independent layers of auto-reply control, enabling the 
system administrator to establish system-wide policies for preventing unwanted auto- 
reply messages. 

Accordingly, Brenner. Mathew. and Dieterman, in combination with each other or 
any other reference of record, fail to disclose, suggest, or render obvious each and every 
element of independent claims 1, 8, 15, and 17. Therefore, Claims 1, 8. and 15 define 
over the references of record. Furthermore, as each of the remaining claims is dependent 
from one of claims 1, 8, 15, and 17 while reciting additional features, the remaining 
claims likewise define over the references of record. 

CONCLUSION 

Applicant believes that this application is now in frill condition for allowance, 
which action is respectfully requested. Applicant respectfully requests that the Examiner 
call the undersigned if clarification is needed on any matter within this Amendment, or if 
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the Examiner believes a telephone interview would expedite the prosecution of 
subject application to completion. 



Respectfully submitted. 



AKERMAN SENTERFITT 



Date: June 12. 2007 




Gregory A. Nelson, Registration No. 30,577 

Richard A. Hinson, Registration No. 47,652 

Eduardo Quinones, Registration No. 58,575 

Customer No. 40987 

Post Office Box 3 188 

West Palm Beach, FL 33402-3 188 

Telephone: (561) 653-5000 
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